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1 . A request for continued examination under 37 CFR 1.114, including the fee set forth 
in 37 CFR 1.17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.114, and the fee set forth in 37 CFR 1.17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.1 14. Applicant's submission filed on 9/18/08 has been entered. 

The amendment of 9/18/08 has been entered. Claims 1-9, 15, 17-19, and 22-25 are pending. 

2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Paieniabilhy shall not be negatived by the 
manner in which the invention was made. 

3. Claims 1-9, 18-19, and 22-25 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over US Pat. No. 5270434 Tetart et al. in view of US Pat. No. 6395819 Espiard et 
al. and WO 01/23655 Zeng et al. 

Tetart discloses the instantly claimed sizing composition and insulation products made 
therefrom. It is noted that the excess of formaldehyde of Tetart, column 6, lines 41-44 falls 
within the scope of the instantly claimed crosslinking agent of claims 1, 18, 19 according to page 
7 line 25 of the instant specification with the "gel" reference of column 6, lines 44-48 indicating 
that crosslinking actually occurs during sizing. See the abstract; column 1, lines 1-68, 
particularly 12-15, 20-22, and 25-44 of which 38-44 indicates crosslinking of the size; column 2, 
lines 1-68, particularly 10-13; column 3, lines 1-68, particularly 44-68; column 4, lines 1-68, 
particularly 1-2 which fall within the scope of the instantly claimed aminoalcohols of claims 1,3, 
5, lines 3-19; column 6, lines l-68,particularly 33-44; and the remainder of the document. 
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"Comprising" of the instant claims encompasses extra steps and/or ingredients of the references. 
Column 6, lines 53-59 fall within the scope of the instant claim 25. 

The patentee is silent regarding the specific structure of the disclosed "insulating products" of 
column 6, line 36. Since the instant applicant is a coinventor of the Tetart et al. patent, the 
examiner asks for information regarding what these "insulating products" were intended to be in 
terms of their structure. In other words were the structures of these "insulating products" 
intended to be the same as the structures of the insulating products of the instant claims? See 37 
CFR1.56. 

It would have been obvious to one of ordinary skill in the art at the time of the instantly 
claimed invention to use the instantly claimed sizing composition on insulating products having 
the instantly claimed structures because such structures are known as taught by Espiard et al, 
abstract; column 8, lines 32-39, which includes the instantly claimed densities of claim 1 and 
Zeng et al., abstract, Figure 1, page 4, lines 7-11 of which the scrim is taken as falling within the 
scope of the tissue mat of article number 3 of claim 1, these articles may be of sized fibers and 
they would have been expected to benefit from the properties of the sizing of Tetart et al. for the 
reasons disclosed in Tetart et al. in its entirety. 

The instant claims are directed to products per se. The new recitation of "simultaneously" 
regarding the method of making the resin is noted. However, it is not seen that the product of 
this method is different than the product of Tetart. It is noted that the phenol ratio of column 4, 
lines 29-33 allows for excess phenol to remain to react with the aminoalcohol, which would 
appear to give the same or similar product as the instantly claimed method. The PTO has to 
experimental facilities to make such determinations. The burden is therefore on the applicant to 
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show that the method of the instant product claims gives a different product than the method of 
Tetart and an unobvious difference. See MPEP 2112-2113. The applicant's arguments in this 
regard are noted but there is no probative evidence that the products of the instant claims are 
different than those discussed above due to the newly recited method of making the resin, 
particularly considering the phenol ratios of Tetart. It is noted that Tetart has low residual 
contents of formaldehyde and the same water dilutability as the instantly claimed resins and thus 
appears to give the same product as the instant claims. It is further noted that the instant claims 
do not recite sufficient reaction parameters, such as reaction time, temperature, pressure, etc., nor 
any amount of free reactants to support the applicant's representatives remarks, which are 
unsupported by probative evidence, regarding any differences due to "simultaneous" reaction. 
Arguments regarding the reaction of the cited prior art not accounting for the instantly claimed 
simultaneous reaction and the reasons that no evidence is needed to show that the products of the 
cited prior art are different than those of the instant claims are noted. The instant claims do not 
recite amounts of amine and therefore encompass the amounts of phenol formaldehyde and 
phenol formaldehyde amino resins argued by the applicant since both the instant claims and the 
references read on stoichiometric amounts of reactants to give such resin amounts. Furthermore, 
the applicant has not demonstrated that the Mannich base does not react with the phenol 
formaldehyde resin at all. It is noted that chemistry is an unpredictable art. The examiner recalls 
undergraduate organic chemistry in which typical yields of theoretical products were about 60% 
with the remainder being side reactions. Given that the instantly claimed reactions and the prior 
art reactions are expected to yield numerous different products by the nature of polymer 
chemistry evidenced minimally by average molecular weights of polymers, average 
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functionalities of monomers, monomer amount and distribution differences per molecule of a 
given polymer sample, etc., it is expected that the instant claims overlap with the products of the 
cited prior art considering the lack of experimental parameters of the instant claims, as noted 
above. MPEP 2114 is noted. The claimed features were all given proper consideration. Note 
again MPEP 2112-2113 regarding the simultaneous reaction of the instant claims verses the 
reaction of the cited prior art and the above discussions in relation thereto. No probative 
evidence is seen that the instant claims do not encompass the reaction product of the cited prior 
art for the reasons stated above. For the above reasons, this rejection is maintained. 
4. Claim 15 is allowable for reasons of record. 

5. Claim 17 would be allowable if rewritten to include all of the limitations of the base 
claim and any intervening claims. The prior art of record does not disclose the instantly claimed 
invention nor provide rationale for using the limitations of claim 17. 

6. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Patrick D. Niland whose telephone number is 571-272-1 121. The 
examiner can normally be reached on Monday to Thursday from 10 to 5. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Wu, can be reached on 571-272-1 1 14. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
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system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



/Patrick D Niland/ 



Primary Examiner 
Art Unit 1796 



